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I. REAL PARTY IN INTEREST 

The name of the real party in interest for purposes of this appeal is Motorola, Inc., a 
Delaware corporation. 
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II. RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to the Appellant, the Appellant's legal 
representative, or assignee which would directly affect or be directly affected by or having a 
bearing on the Board's decision in this pending appeal. 
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III. STATUS OF CLAIMS 

Claims 23-24 are canceled. Claims 1-22 remain in the application. Claims 1-22 are 
being appealed. Claims 1-3, 5-6, 8-9, 1 1-14, 16-18, and 20-21 stand or fall together. Claims 4 
and 19 stand or fall together. Claims 7 and 22 stand or fall together. 

In a final Office Action April 22, 2008, the Examiner rejected Claims 1-22 under 35 
U.S.C. 103(a) as being unpatentable over RFC 3220- IP Mobility Support for IPv4 (Perkins) in 
view of US 2002/0126642 (Shitama). 
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IV. STATUS OF AMENDMENTS 

No amendments to the claims have been made subsequent to the Final Office Action 
mailed April 22, 2008. 
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V. 



SUMMARY OF CLAIMED SUBJECT MATTER 



Although specification citations are inserted below in accordance with 37 C.F.R. § 41.37, 
these reference numerals and citations are merely examples of where support may be found in 
the specification for the terms used in this section of the brief There is no intention to in any 
way suggest that the terms of the claims are limited to the examples in the specification. 
Although, as demonstrated by the reference numerals and citations below, the claims are fully 
supported by the specification as required by law, it is improper under the law to read limitations 
from the specification into the claims. Pointing out specification support for the claim 
terminology, as is done here to comply with rule 41 .37, does not in any way limit the scope of 
the claims to those examples from which they find support. Nor does this exercise provide a 
mechanism for circumventing the law precluding reading limitations into the claims from the 
specification. In short, the reference numerals and specification citations are not to be construed 
as claim limitations or in any way used to limit the scope of the claims. 

The invention, as defined in independent Claim 1 and with reference to FIGs. 1 and 2, is 
a system (100) comprising at least one mobility server (50), at least one mobile router (20) and a 
plurality of hosts (30, 40), a method for mobile network prefix allocation comprising the steps 
of: detecting a need for at least one mobile network prefix for a mobile router, wherein each 
mobile network prefix corresponds to a subnet behind the mobile router and comprises a 
plurality of internet protocol addresses; sending a registration request message to a mobility 
server that includes a request to allocate said at least one mobile network prefix to said mobile 
router; and receiving a registration reply responsive to said registration request that includes at 
least one allocated mobile network prefix, wherein said at least one allocated mobile network 
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prefix is reserved for said mobile router for a first time period. (Specification page 8, line 1 8 to 
page 9, line 28). 

The invention, as defined in independent Claim 12 and with reference to FIGs. 1 and 2, is 
a system (100) comprising at least one home agent (50), at least one mobile router (20) and a 
plurality of hosts (30, 40), a method for mobile network prefix allocation comprising the steps 
of: detecting a need for at least one mobile network prefix for a mobile router, wherein each 
mobile network prefix corresponds to a subnet behind the mobile router and comprises a 
plurality of internet protocol addresses; sending a registration request message to a home agent 
that includes a request to allocate said at least one mobile network prefix to said mobile router; 
and receiving a registration reply responsive to said registration request that includes at least one 
allocated mobile network prefix, wherein said at least one allocated mobile network prefix is 
reserved for said mobile router for a first time period. (Specification page 8, line 1 8 to page 9, 
line 28). 

The invention, as defined in independent Claim 13 and with reference to FIGs. 1 and 3, is 
a system (100) comprising at least one mobility server (50), at least one mobile router (20) and a 
plurality of hosts (30, 40), a method for mobile network prefix allocation comprising the steps 
of: at a mobility server (50): receiving a registration request message from a mobile router that 
includes a request to allocate at least one mobile network prefix to said mobile router, wherein 
each mobile network prefix corresponds to a subnet behind the mobile router and comprises a 
plurality of internet protocol addresses; allocating at least one mobile network prefix to said 
mobile router; and sending a registration reply to said mobile router responsive to said 
registration request that includes said at least one allocated mobile network prefix, wherein said 
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at least one allocated mobile network prefix is reserved for said mobile router for a first time 
period. (Specification page 11, lines 5 to 21). 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 
A. Whether Claims 1-22 are patentable under 35 U.S.C. 103(a) over RFC 3220- IP 
Mobility Support for IPv4 (Perkins) in view of US 2002/0126642 (Shitama)? 
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VII. ARGUMENT 

A. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over RFC 
3220- IP Mobility Support for IPv4 (Perkins) in view of US 2002/0126642 (Shitama). 

Claims 1. 12, 13, and 2-3, 5-6. 8-9. 11. 14. 16-18. and 20-21 

Appellant respectfully submits that the combination of Perkins and Shitama does not 
teach or suggest all the claim limitations as set forth in independent claims 1, 12, and 13. In 
general, claims 1, 12, 13 are directed to methods for mobile network prefix allocation for a 
mobile router using a registration request and registration reply message exchange with a 
mobility server, such as a home agent, wherein as recited in claims 1 , 12, 13 the mobile network 
prefix "corresponds to a subnet behind the mobile router and comprises a plurality of internet 
protocol addresses". Such claimed methods are not described in the Perkins and Shitama 
references either separately or in combination. For example, independent claims 1, 12, and 13 
recite "a registration request message . . . that includes a request to allocate [J at least one 
mobile network prefix to said mobile router '" and "a registration reply . . . that includes [J at least 
one allocated mobile network prefix " (emphasis added), which is not taught or suggested in the 
combination of Perkins and Shitama. 

A mobile node can be a mobile router, which is responsible for the mobility of one or 
more entire networks or sub-networks (also referred to as "subnets") moving together. 
Appellant's specification at page 3, lines 6-8. 

The subnets for which the mobile router is responsible are generally known in the art as 
being located "behind" the mobile router. Appellant's specification at page 3, lines 9-10. 



11 



It is known for the subnets located behind a mobile router to be statically provisioned, in 
much the same way as subnets are allocated in a fixed infrastructure, which results in one or 
more permanent network prefixes (each corresponding to a range of IP addresses that are 
topologically similar) being allocated to each mobile router in a system, wherein each network 
prefix corresponds to a subnet behind the mobile router. Appellant's specification at page 3, 
lines 18-23. 

By contrast to what is known in the art, claims 1,12, and 13 recite "a registration request 
message . . . that includes a request to allocate [] at least one mobile network prefix to said 
mobile router '' and "a registration reply . . . that includes [J at least one allocated mobile 
network pre fix " (emphasis added), which is not taught or suggested in the combination of 
Perkins and Shitama. 

Appellant has reviewed the Perkins reference and could not find any teaching of any 
method at all for mobile network prefix allocation for a mobile router. Perkins specifies an 
Internet standards protocol for IPv4 for the internet community that allows transparent routing of 
IP datagrams to mobile nodes in the internet, wherein a mobile node may be a host or a router. 
Perkins page 1, Status of Memo, lines 1-2 and Abstract lines 1-2; and page 5, Section 1.5, 
definition of a Mobile Node. Perkins does teach a Registration Request and Registration Reply 
exchange, as stated in the Office Action dated April 22, 2008. However, the Registration 
Request and Registration Reply exchange is to update a mobile node's home agent as to the 
current location (e.g., care-of-address) of the mobile node so that datagrams can reach the mobile 
node when it is away from its home network. 

For example, at page 27, Perkins states that the Registration Request and Registration 
Reply exchange "provides a flexible mechanism for mobile nodes to communicate their current 
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reachability information to their home agent. It is the method by which mobile nodes: -request 
forwarding services [of datagrams] when visiting a foreign network, - inform their home agent of 
their current care-of address , -renew a registration which is due to expire, and/or -deregister 
when they return home. . . Registration creates or modifies a mobility binding at the home agent, 
associating the mobile node's home address with its care-of address for the specified Lifetime", 
wherein a care-of address is the termination point of a tunnel toward the mobile node for 
datagrams forwarded to the mobile node when the mobile node is away from home, (see page 6 
of Perkins). Appellant has searched the Perkins reference and could not find a teaching that the 
Registration Request " includes a request to allocate [J at least one mobile network prefix to said 
mobile router " or that the Registration Reply " includes fj at least one allocated mobile network 
prefix ", as recited in claims 1,12, and 13. 

Appellant has also failed to find these limitations in Shitama. Shitama in general 
discloses a communication system for a mobile node according to IPv6. In this system, a virtual 
network prefix is configured as a prefix specific to a mobile node in a domain having a plurality 
of sub-networks. Shitama, Abstract. Appellants searched the Shitama references and could not 
find any teaching of a method for mobile network prefix allocation for a mobile router . Shitama 
describes a network prefix allocation for a fixed router in a domain 24, explicitly stating that "a 
network prefix is allocated to each subnetwork by an administrator of the organization (that is 
ISP, corporation, university or college, and the like. . .) that establishes that subnetwork from the 
address space range allocated to that domain. Thus, Shitama implies that the network prefixes 
for the routers in the fixed network are statically provisioned by an administrator; as is taught in 
the prior art. 
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Moreover, Shitama teaches no more than Perkins regarding the use of registration 
process. Specifically, Shitama teaches that during the registration process, a mobile node can 
send its care-of-address in a binding update package to its home agent, which updates its binding 
cache with the care-of address for the mobile node and transmits a response packet to the mobile 
node, upon confirming authentication data for the mobile node. There is no teaching in Shitama 
of allocating a mobile network prefix to a mobile router using "a registration request message . . . 
that includes a request to allocate [J at least one mobile network prefix to said mobile router " 
and "a registration reply . . . that includes [J at least one allocated mobile network prefix ", as 
recited in claims 1, 12, and 13. 

Accordingly, of the two references Perkins and Shitama, only the Shitama reference 
describes allocation of a network prefix for a (fixed) router; and this reference describes only the 
prior art of static provisioning by a domain administrator. Moreover, both Perkins and Shitama 
teach using the registration process (registration message/binding update and reply message 
sequence) for binding updates (for the mobile node care-of-address) by the home agent. 
However, Perkins and Shitama both separately and combined fails to disclose "a registration 
request message . . . that includes a request to allocate [] at least one mobile network prefix to 
said mobile router " and "a registration reply . . . that includes [J at least one allocated mobile 
network prefix ", as recited in claims 1,12, and 13. 

Therefore, since the combination of Perkins and Shitama fails to disclose Appellant's 
claimed invention as claimed in independent claims 1,12, and 13, Appellant respectfully 
requests withdrawal of the rejection of claims 1, 12, and 13 under 35 USC 103(a). Appellant 
requests that claims 1,12, and 13 now be passed to allowance. 
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Dependent claims 2-3, 5-6, 8-9, 1 1, 14, 16-18, and 20-21 depend from, and include all the 
limitations of independent claims 1 and 13. Therefore, Appellant respectfully requests 
reconsideration of dependent claims 2-3, 5-6, 8-9, 11, 14, 16-18, and 20-21 and requests the 
withdrawal of the rejection of these claims. Appellant requests that claims 2-3, 5-6, 8-9, 11, 14, 
16-18, and 20-21 may now be passed to allowance. 

Claims 4 and 19 

Appellant disagrees with the statement on pages 4-5 and 12 of the Office Action dated 
April 22, 2008 that Sections 1.5 and 3.4 of the Perkins reference disclose "said registration 
request message further includes a request to allocate said at least one mobile network prefix for 
said first time period", as recited in claims 4 and 19. As argued above with respect to 
independent claims 1 and 13, Perkins fails to disclose any method at all of allocating a mobile 
network prefix for a mobile router and only discloses the use of the registration and reply 
message sequence to facilitate binding updates for a care-of-address for a mobile node. 
Moreover, Section 1.5 defines a mobile node, a home agent, and a foreign agent; and the portion 
of Section 1 .5 referred to in the Office Action describes a long-term address on a home network 
for a mobile node and discloses nothing at all regarding the contents of a registration message. 
Also, Section 3.4 is directed to registration reply messages as opposed to the content of a 
registration request message as recited in claims 4 and 19. 

Therefore, Appellant respectfully requests reconsideration of dependent claims 4 and 19 
and requests the withdrawal of the rejection of these claims. Appellant requests that claims 4 
and 19 may now be passed to allowance. 
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Claims 7 and 22 

Appellant disagrees with the argument on pages 5 and 13 of the Office Action dated 
April 22, 2008 that Section 3.3 of Perkins teaches "When the 'S' bit of a registration request is 
set, the mobile node retains its primary mobility bindings", which can be analogized to "said at 
least one allocated mobile network prefix is identified in said registration request message", as 
recited in claims 7 and 22. As argued above with respect to independent claims 1 and 13, 
Perkins fails to disclose any method at all of allocating a mobile network prefix for a mobile 
router and only discloses the use of the registration and reply message sequence to facilitate 
binding updates for a care-of-address for a mobile node. Section 3.3 of Perkins is no exception. 
The S Type bit described in Section 3.3 on page 3 1 of the Perkins reference is not used to 
identify in a registration request message one or more mobile network prefixes for a mobile 
router. The S type bit is instead used in "requesting that the home agent retain its prior mobility 
bindings". 

Therefore, Appellant respectfully requests reconsideration of dependent claims 7 and 22 
and requests the withdrawal of the rejection of these claims. Appellant requests that claims 7 
and 22 may now be passed to allowance. 

Claim 10 

Appellant disagrees with the statement on page 6 of the Office Action dated April 22, 
2008 that Section 3.4 of the Perkins reference discloses "sending a subsequent registration 
request to said mobility server that includes a request to reserve said at least one allocated mobile 
network prefix for a second time period that extends beyond said first time period", as recited in 
claim 10. As argued above with respect to independent claim 1, Perkins fails to disclose any 

16 



method at all of allocating a mobile network prefix for a mobile router and only discloses the use 
of the registration and reply message sequence to facilitate binding updates for a care-of-address 
for a mobile node. Moreover, Section 3.4 is directed to registration reply messages as opposed 
to the content of a registration request message as recited in claim 10. 

Therefore, Appellant respectfully requests reconsideration of dependent claim 10 and 
requests the withdrawal of the rejection of this claim. Appellant requests that claim 10 may now 
be passed to allowance. 

Claim 15 

Appellant disagrees with the statement on page 1 1 of the Office Action dated April 22, 
2008 that Section 2.4.2.1 of the Perkins reference discloses "returning said at least one allocated 
mobile network prefix to a pool of available mobile network prefixes upon the expiration of said 
timer", as recited in claim 15. As argued above with respect to independent claim 1, Perkins 
fails to disclose any method at all of allocating a mobile network prefix for a mobile router. 
Perkins likewise fails to disclose returning an allocated mobile network prefix to a pool to 
available network prefixes. Section 2.4.2.1 of Perkins is no exception. This section instead 
describes an algorithm that a mobile node can implement to determine whether it has lost contact 
with an agent and, thereby, seek to establish contact with or discover a different agent. More 
particularly, Section 2.4.2.1 states at page 27 that a "mobile node SHOULD record the Lifetime 
received in any Agent Advertisements, until the Lifetime expires. If the mobile node fails to 
receive another advertisement from the same agent within the specified Lifetime, it SHOULD 
assume that it has lost contact with that agent. If the mobile node has previously received an 
Agent Advertisement from another agent for which the Lifetime field has not expired, the mobile 
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node MAY immediately attempt registration with that other agent. Otherwise, the mobile node 
SHOULD attempt to discover a new agent with which to register." This is completely different 
from "returning said at least one allocated mobile network prefix to a pool of available mobile 
network prefixes upon the expiration of said timer", as recited in claim 15. 

Therefore, Appellant respectfully requests reconsideration of dependent claim 15 and 
requests the withdrawal of the rejection of this claim. Appellant requests that claim 15 may now 
be passed to allowance. 

Conclusion 

For the reasons set forth above, Appellants submit that the Examiner has incorrectly 
rejected Claims 1-22 under 35 U.S.C. § 103(a) and request that the Board withdraw the 
rejections and allow the claims to pass to allowance. 

Respectfully submitted, 
Popovich, et al. 

by: /Valerie M. Davis/ 
Valerie M. Davis 
Attorney for Appellant 
Registration No. 50,203 
Phone: (847)576-6733 
Fax: (847)576-0721 
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VIII. CLAIMS APPENDIX 

1 . (previously presented) In a system comprising at least one mobility server, at least one 
mobile router and a plurality of hosts, a method for mobile network prefix allocation comprising 
the steps of: 

detecting a need for at least one mobile network prefix for a mobile router, wherein each 
mobile network prefix corresponds to a subnet behind the mobile router and comprises a 
plurality of internet protocol addresses; 

sending a registration request message to a mobility server that includes a request to 
allocate said at least one mobile network prefix to said mobile router; and 

receiving a registration reply responsive to said registration request that includes at least 
one allocated mobile network prefix, wherein said at least one allocated mobile network prefix is 
reserved for said mobile router for a first time period. 

2. (previously presented) The method of Claim 1, wherein said at least one mobile network 
prefix is assigned from a pool of available mobile network prefixes. 

3. (previously presented) The method of Claim 2, wherein said pool of available mobile 
network prefixes is pre-allocated to said mobility server. 

4. (previously presented) The method of Claim 1, wherein said registration request message 
further includes a request to allocate said at least one mobile network prefix for said first time 
period. 
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5. (original) The method of Claim 1, wherein said first time period is assigned by said 
mobility server. 

6. (original) The method of Claim 5, wherein said first time period is a default time period. 

7. (previously presented) The method of Claim 1 , wherein said at least one allocated mobile 
network prefix is identified in said registration request message. 

8. (previously presented) The method of Claim 1 further comprising the step of assigning to 
at least one host coupled to said mobile router at least one corresponding host address based on 
said at least one allocated mobile network prefix. 

9. (original) The method of Claim 8, wherein said at least one corresponding host address is 
assigned using a Dynamic Host Configuration Protocol. 

10. (previously presented) The method of Claim 1 further comprising the step of sending a 
subsequent registration request to said mobility server that includes a request to reserve said at 
least one allocated mobile network prefix for a second time period that extends beyond said first 
time period. 

1 1 . (original) The method of Claim 1 , wherein said mobility server is a home agent. 
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12. (previously presented) In a system comprising at least one home agent, at least one 
mobile router and a plurality of hosts, a method for mobile network prefix allocation comprising 
the steps of: 

detecting a need for at least one mobile network prefix for a mobile router, wherein each 
mobile network prefix corresponds to a subnet behind the mobile router and comprises a 
plurality of internet protocol addresses; 

sending a registration request message to a home agent that includes a request to allocate 
said at least one mobile network prefix to said mobile router; and 

receiving a registration reply responsive to said registration request that includes at least 
one allocated mobile network prefix, wherein said at least one allocated mobile network prefix is 
reserved for said mobile router for a first time period. 
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13. (previously presented) In a system comprising at least one mobility server, at least one 
mobile router and a plurality of hosts, a method for mobile network prefix allocation comprising 
the steps of: 

at a mobility server: 

receiving a registration request message from a mobile router that includes a request to 
allocate at least one mobile network prefix to said mobile router, wherein each mobile network 
prefix corresponds to a subnet behind the mobile router and comprises a plurality of internet 
protocol addresses; 

allocating at least one mobile network prefix to said mobile router; and 
sending a registration reply to said mobile router responsive to said registration request 
that includes said at least one allocated mobile network prefix, wherein said at least one allocated 
mobile network prefix is reserved for said mobile router for a first time period. 

14. (original) The method of Claim 13 further comprising setting a timer for a time equal to 
said first time period. 

15. (previously presented) The method of Claim 14 further comprising returning said at least 
one allocated mobile network prefix to a pool of available mobile network prefixes upon the 
expiration of said timer. 

16. (previously presented) The method of Claim 15, wherein said pool of available mobile 
network prefixes is pre-allocated to said mobility server. 
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17. (previously presented) The method of Claim 13 further comprising the step of advertising 
reachability via internet protocol (IP) dynamic routing protocols for said at least one allocated 
mobile network prefix. 

18. (original) The method of Claim 13, wherein said mobility server is a home agent. 

19. (previously presented) The method of Claim 13, wherein said registration request 
message further includes a request to allocate said at least one mobile network prefix for said 
first time period. 

20. (original) The method of Claim 13, wherein said first time period is assigned by said 
mobility server. 

21 . (original) The method of Claim 20, wherein said first time period is a default time period. 

22. (previously presented) The method of Claim 13, wherein said at least one allocated 
mobile network prefix is identified in said registration request message. 

23. (canceled) 

24. (canceled) 
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IX. EVIDENCE APPENDIX 

No evidence has been submitted pursuant to 37 C.F.R. §§ 1.130, 1.131, or 1.132, entered 
by the examiner and relied upon by the appellant in the appeal, or relied upon by the examiner as 
to grounds of rejection to be reviewed on appeal. 
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X. RELATED PROCEEDINGS APPENDIX 

No decisions have been rendered by a court of the Board in any proceeding identified 
pursuant to paragraph (c)(1)(h) of 37 CE.R. § 41.37. 
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